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- BOXiNTORFERENeE 

Honorable Commissioner of Patents 
and Trademarks 
Washington D.C. 20231 

Sir; 

In the Judgment Pursuant to 37 C.F.R § 1.662, dated October 30, 2001, it is stated that 
Cold Spring Harbor Laboratory "is not entitled to a patent containing claims 1-29 of patent 
5,889,169, which correspond to Count 2," and "is not entitled to a patent containing claims 1-40 
of patent 5,962,3 1 6, which correspond to Count 2." These holdings are in error- 
Footnote 1 of the Final Judgment references Paper 69 for "Count 2 and the claims of the 
parties which correspond to Count 2." In Paper 69, only claim 17 of ILS, Patent No, 5,889, 169 
and only claim. 1 4 of U.S. Patent No. 5,962,3 16 were designated as corresponding to the Count. 
See t Section 3, page 3, of Paper 69. Claims 1-16 and 18-29 of U.S. Patent No. 5,889,169 and 
claims 1-13 and 15-40 of U.S. Patent No. 5,962,316 were designated as nol corresponding to the 
Count. See, Section 4, page 3, of Paper 69. The same designations were made for Count 1 in the 
initial Declaration of Interference. See, page 49 of Paper L 



Interference No. 104^469 
Attorney Docket No. 032283-005 

^old'SprirtgHaibortaboratory is'to 

29 of U.S. Patent No. 5,889,169 and claims M3 and 1540 of U.S. Patent No. 5,962,316. A 
corrected Judgment Pursuant to 37 C.F.R, §1.662 stating that Cold Spring Harbor Laboratory is 
not entitled to only claim 17 of U.S. Patent No. 5,889,169 and only claim 14 of U.S. Patent No. 
5,962,3 16 is respectfully requested. 

Respectfully submitted, 

Burns, Doane, swecker & Mathis, l.l,p. 




Donna MMeuth 

Counsel for Cold Spring Harbor Laboratory 

Post Office Box 1404 
Alexandria, Virginia 223 13-1404 
Phone; (703) 836-6620 
Fax: (703) 836-2021 



Date; Prober 3P. 



CERTMCATE OF SERVICE 
I hereby certify that a true and correct copy of the attached COLD SPRING 
REQUEST FOR RECONSIDERATION UNDER § 1.658(b) was served by pre-paid overnight 
courier on October 30, 2001, on the attorney of record for Senior Party Carson, Edward J. 
Keeling, Esq., TOWNSEND and TOWNSEND and CREW LLP, Two Embarcadero Center, 
8* Boor, San Francisco, CA 94111-3834 and non-party Kamb, Bart G. Newiand, Esq. 
ROTHWELL, PIGG, ERNST & KURZ, 555 Thirteenth Street, N.W., Suite 701, East Tower, 
Washington, D.C. 20004. 



October 30, 2001 




The opinion in support of the decision being 
entered today is not binding precedent of the Board. 



Piled by: Trial Section Merits Panel 
Box Interference 
Washington, D.C. 20231 
Tel: 703-308-9797 
Fax: • 703-305-0942 
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UNITED- STATES PATENT AND TRADEMARK OFFICI 

BEFORE THE BOARD OF PATENT APPEALS - ' ' 

AND INTERFERENCES _ PAT &TM OFfrrr 



COLD SPRING HARBOR LABORATORY . 
Junior Party, 
(Patents 5,962,316 and 5,889,169) 



DENNIS A. CARSON and TSUTOMU NOBORI . 
Senior Party, 
(08/227, 800) 



Patent Interference No. 104,469 



Before LEE, SPIEGEL, and GARDNER - LANE , Administrative Patent 
Judges . 

GARDNER- LANE , Administrative Patent Judge . 

ORDER ON REQUEST FOR RECONSIDERATION AND JUDGMENT UNDER §1.662 

Junior party Cold Spring Harbor 'Laboratory has filed a paper, 
entitled "COLD SPRING .HARBOR LABORATORY REQUEST FOR 
RECONSIDERATION UNDER §1. 658 (b)' " (Paper 81). In the paper Cold 
Spring Harbor requests reconsideration of a judgment pursuant to- 
37 CPR § 1.662 entered 30 October 2001 (Paper 80). The Cold Spring 
Harbor" request is GRANTED , 



BURNS, DOANE, SWECKER & 
MATHT5»L.LJ. RECEIVED 



DOCKETED 



In' the judgment, it is stated that "junior party COLD SPRING 
ilARBOJ^LABORA TQRY, ' is not entitled to a- pa tent containing claims ■ 
1-29 'of patent 5,889,169, which' correspond to Count 2" and that 
"junior party COLD SPRING HARBOR LABORATORY, is not entitled to a 
patent containing claims 1-40 of patent 5,962,316,. which 
correspond to Count 2." 

In the request for reconsideration, Cold Spring Harbor 
Laboratory correctly points out that only claim 17 of patent 
5,889,169 and only claim 14 of patent 5 , 962, 316 were designated as 
corresponding to Count 2, the sole- count in the interference (See 
Paper 69 at 3') . 

Accordingly, the judgment entered 30 October 2001 (Paper 80) 
is in error. 

ORDER 

Upon consideration of the record of the interference, it is 
ORDERED that the request for reconsideration under 

37 CFR § 1.658(b). filed by- junior party COLD SPRING HARBOR 

LABORATORY is GRANTED ; ' ' 

FURTHER ORDERED that the judgment pursuant to 3 7 CFR 

§'.1.662 entered 30 October 2001 (Paper 80) , is VACATED; 

FURTHER ORDERED that judgment on priority as to Count2 l , 



Count 2 and the claims of the parties which correspond to Count 2 
are set forth at Paper 69 (Order Redeclaring Interference) . ' 
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is awarded against junior 

the sole count i. Intern- 

party CO- ^ ^° W ; r _. cy ^ S?R -. N 0 KARBOK 

LABORATORY > 1- «* OTtltl couat 2; 

pateI>t 5 .m.»». — 5 ° n43 C0LD smNS 

- FURTHER ORDERED tnat party 

' . ' t entitled to , patent conta^ng claim 
LABORATORY , ~ ^ ^ .„ Count 2 , 

patent S.»«.3«. °~ ' c y ^ tW8 deci8ion be given a 

FURTHER ORDERED tnat a copy q£ cold 

nd be entered In the adnun^trat.ve 
paper number and be ^ patenta and 

SPRING HARBOR LABORATORY S 

„ o/ „„ 800 application; and 
CARSON'S 08/227,800 ap P sett lement 

FURTHER ORDERED that , ,f there is . 

• to 35 USC §: 135(c) .- 

;ag ree^nt,t h e parties are ducted to. 3 . 




Sniitrltlve-Patent Judge 





(NER-LANE . 

Patent Judge 



BOARD OF PATENT 
APPEALS- AND 
INTERFERENCES 



Administrative 



■ „ .„„ -Harbor Laboratory involved 

interference) . 

- 3 - 



cc (via facsimile and first class mail) : 



~Alrtorriey^— for-Gol^l— Spring— HarJDor~LaboraLory_ 

(exclusive licensee Mitotix) : 

R.. Danny Huntington, Esq. 
• Donna M. Meuth, Esq. 
BURNS, DOANE, SWECKER & MATHIS, L.L.P. . 
P. 0. Box 1404 
Alexandria, VA. 22313-1404 

For overnight : 

BURNS, DlOANE, SWECKER & MATHIS , L.L.P 
1737 King Street 
Alexandria, VA 22314-2756 
Tel: 703-836-6620 (Huntington) 

Tel: 508-339-3684 (Meuth) 

Fax: 703-836-2021 (Huntington) • 

* Fax: j 508-339-0590 (Meuth) 

■ E-mail: dannyh@burnsdoarie.com 
E-mail: donnaTn@burnsdoane.com 

Attorneys for Carson 
(real party in interest The Regents 
of the University of California) : 

Edward J. Keeling, Esq. . 

Kevin L. Bastian, Esq. 

TOWNS END" and TOWNSEND and CREW LLP 

Two Embarcad'ero Center, '8th Floor 

San Francisco, CA 94111-3834 

Tel: 415-576-0200 
. Fax: • 415-576-0300 
E-mail: lls@townsend.com 

Attorneys for non-party Kamb (see Paper 2) 
(real party in interest Myriad Genetics,' Inc.) : 

Bart G. Newland, Esq. 
Joseph A. Hynds, Esq. 
R0THWELL, FIGG, ERNST fit KURZ 
Columbia Square 
Suite 701, East Tower 
555 13th Street, N.W. 
Washington, DC 20004 
Tel: . 202-783-6040 
. Fax: 202-783-6031 

E-mail: bnewland@rfek.com 
E-mail : j hynds@rf ek . com 



